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To the Honorable Commissioner For Patents: 



This is an appeal to the Boarcj of Patent Appeals and Interferences (the "Board") from the 
final rejection set forth in the Office Action mailed December 9. 2009. 

In accordance with 37 C.F.R. § 41.31, Appellants electronically filed the Notice of 
Appeal via EFS-Web on February 8, 201 0, 

The present appeal is of pending claims 1-20. 
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1. Real Part}' in Interest 

The owner of the present patent appHcation is Construction Research & Technology 
GmbH, by virtue of an assignment from the Appellants. Construction Research & Technology 
GmbH is a limited liability company organized under the laws of the country of Gemiany, and is a 
subsidiary of BASF SE. a corporation organized under the laws of the European Union. The 
assignment for this application was recorded in the records of the Assignment Division of the 
United Slates Patent and Trademark Office (the "Office" or "USPTO") on August 14, 2006 at 
Reel/Frame 018098/0150. 
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2. Related Appeals and Interferences 

In accordance with 37 CF.R. § 41.37(c){l)(n), Appellants hereby inform the Board that 
there are no other prior pending appeals, interferences, or judicial proceedings known to 
Appellants, Appellants' legal representative, or Assignee which may be related to. directly affect 
or be directly affected by, or have a bearing on the Board's decision in the pending appeal. 
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3. Status of Claims 

The present application was given a 35 U.S.C. § 371 date of April 20. 2007 after being 
initially submitted to the Office on June 29, 2006 with original claims 1-21. A Final Office 
Action for this application was mailed by the Office on November 24, 2008. A Request for 
Continued Examination for this application was filed with the Office on February 23, 2009. A 
Final Office Action for this application, subsequent to Appellants' Request for Continued 
Examination, was mailed by the Office on December 9, 2009. 

Claims 1-20 are cuirently under final rejection and constitute the claims on appeal. 

In accordance with 37 C.F.R. § 41.37(viii), appealed claims 1-20 appear in the Claim 
Appendix below. 
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4. Status of Amendments 

A Final Ofl'ice Action was mailed by the Office on December 9, 2009. 

No amendments to pending claims 1-20 have been filed with the Otrice subsequent to the 
mailing date of ihe Final Office Action. 
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5. Summary of Claimed Subject Matter 

Independent claim 1 is directed to a settable mixture comprising: (i) a water absorbing 
composition; and (ii) an aqueous emulsion of organic polymer; or (iii) dispersible organic 
polymer, wherein the water absorbing composition (i) contains inorganic ingredients which are 
capable to react with water and the water absorbing composition (i) contains at least 1 3 weight % 
lime and at least 5 weight % of a cementitious composition of which components form ettringite 
during the absorption of water and wherein the amount of the aqueous emulsion of organic 
polymer (ii) in relation to (i) is such as to provide a ratio of combined weight of polymer solids 
to combined weight of ingredients which are capable to react with water of from 0.5 : 1 to 10: 1. 
and wherein the amount of dispersible organic polymer (iii) in relation to (i) is such as to give a 
ratio of combined weight of polymers to combined weight of ingredients which are capable to 
react with water of from 0.5 : 1 to 10: 1. Specification at page 2, paragraph 4. through page 5. 
paragraph 1. 

Dependent claim 5 is directed to a settable mixture as described above with respect to 
claim 1, wherein in respect to the formation of ettringite the water absorbing composition (i) 
contains a stoichiometric surplus of lime. Specification at page 5, paragraph 6, first sentence. 

Dependent claim 13 is directed to a settable mixture as described above with respect to 
claim 1, wherein the water absorbing composition (i) contains at least 62% lime. Specification at 
page 5, paragraph 2. 

Dependent claim 14 is directed to a settable mixture as described above with respect to 
claim 1, wherein the sum of the weight of the lime and the weight of the cementitious 
composition is 67 of 100 of the total weight of the water absorbing composition (i), and wherein 
the water absorbing composition (i) contains at least 62% lime. Specilication at page 4. 
paragraph 5 (as amended) and page 5. paragraph 2. 

Dependent claim 16 is directed to a settable mixture as described above with respect to 
claim 1, wherein the sum of the weight of the lime and the weight of the cementitious 
composition is 67 of 100 of the total weight of the water absorbing composition (i), and wherein 
in respect to the formation of ettringite the water absorbing composition (i) contains a 
stoichiometric surplus of lime. Specification at page 4, paragraph 5 (as amended) and page 5. 
paragraph 6, first sentence. 
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6. Grounds of Rejection to be Reviewed on Appeal 

A. The 35 U.S.C. § 103(a) rejection of claims 1-4, 6-12, 15 and 17-20 as being 
unpatentable over U.S. Patent Application Pub. No. 2002/0161071 to Mills, et al„ in view of 
U.S. Patent No. 6,514,334 Bl to Perry, et al. Appellants wish to note that, while the rejection on 
page 2 of the final Office Action mailed December 9, 2009 lists claims 1-4, 6-12, 15 and 17-20, 
the summary on page 1 of the final Office Action and the discussion of the rejection at pages 2-4 
refers to all of claims 1-20. Appellants therefore assume for the purposes of this Brief that all of 
claims 1-20 have been rejected. 
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7. Argument 

Claims 1-4, 6-12. 15 and 17-20 have been rejected under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. Patent .Application Pub. No. 2002/0161071 to Mills, et al. (■■Mills*"), in 
view of U.S. Patent No. 6,514,334 Bl to PeiTV, et al. CTeiTy'"). Appellants wish to note that, 
while the rejection on page 2 of the final Office Action mailed December 9, 2009 (the "Final 
Office Action") lists claims 1-4, 6-12, 15 and 17-20, the summary on page 1 of the Final Office 
Action and the discussion of the rejection at pages 2-4 refers to all of claims 1-20. Appellants 
therefore assume for the purposes of this Brief that all of claims 1 -20 have been rejected. 

While the Office admits that Mills does not teach a composition which contains at least 
13 weight % lime, the Office has alleged that Peiry teaches a cementilious composition where 
lime may be present in amounts greater than 62 weight %. Preliminarily. Appellants respectfully 
submit that the Office has failed to consider the arguments presented in Appellants' Response 
submitted August 8, 2008 and in Appellants' Response submitted February 23, 2009 regarding 
the difference between "lime" and the convenfion of referring to calcium o.xidc as a constituent 
oxide of a distinct composition. These arguments were previously presented with regard to the 
difference between lime and the "lime content" of calcium aluminate, but apply equally to the 
differences between lime and the ^'calcium oxide content" ot^a ccmentitious composition. 

As described in M.F.W. Taylor, Cement Chemistry. 2d . 1997, a copy of the pertinent 
portion of which is included as Appendix A, in the paragraph bridging pages 3 and 4, 
"[cjhemical fomiulae in cement chemistry are often expressed as sums of oxides; thus tricalcium 
silicate, CasSiOs, can be written as 3CaO-Si02. This does not imply that the constituent oxides 
have a separate existence within the structure." (emphasis added). This nomenclature is 
confirmed in Mills, at paragraph [001 8]. 

Lime and calcium oxides which are constituent oxides of cementilious compositions are 
distinct compounds which react differently, and which must react dilTerently in order to have 
their respective necessary eftecls on cementitious compositions, as required in the present 
application. The calcium oxide "content" of cementitious compositions is not available to react 
as lime, as it remains a part of the cementitious composition. If the lime "content" of a 
cementitious composition were to react as lime within the cementitious composition, there would 
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be no calcium left to form the clinlcer phases necessary for the cementitious composition to act as 
a hydraulic binder. Further, it is well laiown in the art that the various oxides that form many 
cements, such as calcium oxide, alumina, ferric oxide and silica, are. by themselves, rather 
unreactive with respect to water, and thus a mere mixture of these oxides would not work as a 
hydraulic binder. The cement manufacturing process is necessary to transform these oxides into 
a crystalline form which is suitable for reaction with water and can therefore react as a hydraulic 
binder. 

For these reasons, the 80-99% CaO content of composition (B) of Perry is not free to 
react as lime, as recited by the claims cuiTently under appeal. It is therefore clear that a person of 
skill in the art would not look to Perry for a teaching of free lime content to modify Mills as 
alleged by the Office. Appellants therefore respectfully submit that the Office has failed to state 
a prima facie case of obviousness with regard to the combination of Mills and Peny, and request 
that the Board require that the rejection of claims 1-20 be withdrawn. 

Further, Appellants respectfully submit that Mills and Pen-y are not properly combinable 
in order to establish a prima facie case of obviousness. MPEP § 2141.03(VI) states that '"[a] 
prior art reference must be considered in its entirety, i.e., as a whole , including portions that 
would teach away from the claimed invention. W.L. Gore & Associates, Inc. v. GciHock, Inc., 
721 F.2d 1540, 220 USPQ 303 (Fed. Cir. 1983), cert, denied, 469 U.S. 851 (1984)". MPEP at 
2100-126 (emphasis in original). Further, MPEP § 2143.01 (V) states that, "[i]f proposed 
modification would render the prior art invention being modified unsatisfactory for its intended 
purpose, then there is no suggestion or motivation to make the proposed modification. In re 
Gordon, 733 F.2d 900, 221 USPQ 1125 (Fed. Cir. 1984)". MPEP at 2100-140. 

The present specification discloses that, in order to achieve the desired high early strength 
provided by the presently claimed settable mixture, formation of Ettringite is necessary. At page 
4, lines 22-26 (as amended), it is stated that "Ettringite is a calcium trisulphoaluminate having 32 
molecules of water of crystallization and has the formula 3CaO.AL203.3CaS04.32H20. 
Ettringite is produced by the hydration of cementitious materials containing calcium aluminate 
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and calcium sulphate " (emphasis added). Mills contains a similar disclosure. Therefore, in 
order for the present settable mixture, as well as that of Mills, to be suitable for their intended 
purposes, the composition must contain calcium sulphate. 

Perry does not disclose the use of calcium sulphate, and the composition of Perry cannot 
form Ettringite. Thus, if the composition of Perry, taken as a whole, were to be combined with 
Mills, the resulting composition would not contain calcium sulphate, as this component is absent 
in Perry, and therefore could not form Ettringite. The composition would not be able to obtain a 
high early strength. For these reasons, combining Perry with Mills renders Mills unsatisfactory 
for its intended purpose, and there is no suggestion or motivation to modify Mills according to 
Perry in order to increase the lime content of the Mills composition. 

FurtheiTOore, Mills discloses a maximum amount of 10% by weight of lime. See 
Abstract, paragraph [0010]. For this reason, there is no motivation in Mills to increase the 
amount of lime according to the teaching of Perry, as alleged by the Office. 

Also for the above reasons, a person of skill in the art would not look to Perry for ways to 
modify Mills in order to obtain an even earlier high strength cementilious composition than that 
disclosed in Mills. Mills makes no disclosure of how Ettringite enables high early strength, 
while the present specification shows that additional lime will provide a settable composition 
with an even earlier high strength than that of Mills. Perry provides no motivation to reduce the 
time needed for Ettringite formation by adding excess lirne, because Perry does not contain the 
components necessary to form Ettringite. For all of these reasons, the Office has not established 
a prima facie case of obviousness. 

Appellants submit that, since claim 1 is not taught or suggested by the combination of 
Mills and Perry, for the above reasons, claims 2-20, which depend from claim 1. are also not 
taught or suggested. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988). ("If an 
independent claim is nonobvious under 35 U.S.C. 103, then any claim depending therefrom is 
nonobvious." MPEP § 2143.03 at page 2100-142.) 

Specifically with regard to claims 5 and 16, the Office admits, at page 3 of the Final 
Office Action, that "Mills et al. does not teach that the water absorbing composition contains a 
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stoichiometric surplus of lime, i.e., an amount of lime that is not included in the cttringite 
forming reaction." The Office alleges, however, that 'Terry et al. teaches adding up to 30 weight 
percent hydrated lime to the cementitious mixture comprising compositions A and B. Adding 
this lime after the composition has been formed would preclude it from participating in the 
reaction." Appellants respectfully submit that this assertion is technically incorrect. 

Claims 5 and 16 of the present application arc directed to compositions of claim 1 or 
claim 2, "wherein in respect to the formation of ettringite the water absorbing composition (i) 
contains a stoichiometric surplus of lime" 

Perry discloses a process for making a cementitious mixture which includes mixing 
granular components A and B (Abstract), The Office alleges that the reaction of components A 
and B will be complete once components A and B arc mixed. This is not true. Components A 
and B, when mixed, form a "homogenous cementitious mixture" (col. 6. lines 40-41 ). However, 
as is well known in the art of cementitious compositions, components A and B will not react 
until water is added to the homogenous mixture. Therefore, the addition of up to 30 weight 
percent lime (col. 6, lines 44-45) docs not leach a stoichiometric surplus in any sense, because 
the reaction has not yet begun and the required amount for reaction not indicated, when the lime 
is added to the homogenous mixture of Perry. 

For these reasons. Perry gives no indication that any additional lime added to the 
cementitious mixture of Pen-y is more than what will be required or consumed in the 
cementitious reaction that will occur once water is added to the cementitious mixture of Pen-y. 
Further, Perry makes no mention of providing lime at a stoichiometric surplus, or that there is 
any desire to increase the speed of the reaction of components A and B once water is added to 
the cementitious mixture. Therefore, there is no teaching, suggestion, or motivation in Perry to 
add a stoichiometric surplus of lime to the cementitious mixtures of Mills and/or Perry. 

For this reason. Appellants respectfully submit that the combination of Mills and Perry 
fails to teach or suggest the subject matter of claims 5 and/or 16 of the present application. 

Specifically vvith regard to claims 13 and 14. the Office alleges, at page 2 of the Final 
Office Action with regard to Perry, that "assuming that composition B is made of 90% lime, lime 
would be in the composition in an amount greater than 62 weight %". 



12 



U.S. Serial No.: 10/584,869 



Docket No. COZ-0535 



Applicant: Thomas KOTHE, et al. 
Appeal Brief Filed: April 8, 2010 

Claims 13 and 14 of tlie present application are directed to compositions of claim 1 or 
claim 2, '•wherein the water absorbing composition (i) contains at least 62 weight % lime." 

As discussed above, the alleged "lime" of composition B, being part of a complex oxide 
structure and not having a separate existence within the structure, is not free to react as lime 
reacts in the present application. Perry discloses a maximum amount of 30 weight percent lime 
(col. 6, line 45). Therefore, the combination of Mills and Perry fails to teach or suggest the 
subject matter of claims 13 and/or 14 of the present application. 

For all of the above reasons. Appellants respectfully request that the Board require thai 
the rejection of claims 1-20 be withdrawn, 



Appellants have addressed the instant rejections presented in the Final Office Action with 
respect to independent claim 1 and dependent claims 5, 13, 14 and 16 in particular, and have 

distinguished the applied references as discussed above. Il is therefore deemed unnecessary to 
address the Office's specific allegations regarding the remaining dependent claims. Appellants 
therefore traverse these allegations, and do not concur with the same either explicitly or 
implicitly by not refuting each individually. 

Appellants submit that the remarks presented hereinabove overcome all the existing 35 
U.S.C. § 103(a) rejections of all pending claims. Appellants respectfully request the Board to 
reverse the final rejections of these claims, and to require the Office to issue a formal notice of 
allowability of claims 1-20 over the art of record. 



Conclusion 




Jos^jji G. Curatolo, Esq. (Reg. No. 28,837) 
Vincent A. Cortese, Esq. (Reg. No. 63,755) 
Curatolo Sidoti Co., LPA 
24500 Center Ridge Road, Suite 280 
Cleveland, OH 44145 



Telephone: 440.808.0011 
Facsimile: 440.808.0657 
Attorneys for Appellants 
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8. Claims Appendix 

in accordance with 37 C.F.R. § 41.37 (c)(l)(ix), the claims on appeal are as follows: 

1 . (Previously Presented) A settable mixture comprising 

(i) a water absorbing composition and 

(ii) an aqueous emulsion of organic polymer or 

(iii) dispersible organic polymer, 

wherein the water absorbing composition (i) contains inorganic ingredients which are 
capable to react with water and the water absorbing composition (i) contains at least 13 
weight % lime and at least 5 weight % of a cementitious composition of which 

components form ettringite during the absorption of water and 

wherein the amount of the aqueous emulsion of organic polymer (ii) in relation to (i) is 
such as to provide a ratio of combined weight ol" polymer solids to combined weight of 
ingredients which are capable to react with water of from 0.5 : 1 to 10: 1, and 
wherein the amount of dispersible organic polymer (iii) in relation to (i) is such as to give 
a ratio of combined weight of polymers to combined weight of ingredients which are 
capable to react with water of from 0.5 : 1 to 10: 1. 

2. (Previously Presented) A settable mixture according to claim 1, wherein the sum of the 
weight of the lime and the weight of the cementitious composition is 67 to 100 of the 
total weight of the water absorbing composition (i). 

3. (Previously Presented) A settable mixture according to claim 1, wherein the water 
absorbing composition (i) contains at least 25 weight % lime. 

4. (Previously Presented) A settable mixture according to claim 1 , wherein the cementitious 
composition contains calcium aluminate and calcium sulfate. 

5. (Previously Presented) A settable mixture according to claim 1 , wherein in respect to the 
formation of ettringite the water absorbing composition (i) contains a stoichiometric 
sutplus of lime. 
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6. (Previously Presented) A method of applying a coating to a surface which method 
comprises forming a settable mixture according to claim 1, containing a water absorbing 
composition (!) and an aqueous emulsion of organic polymer (ii) and putting the settable 
mixture on the surface to form a coating. 

7. (Previously Presented) A method of applying a coating to a surface which method 
comprises forming a settable mixture according to claim 1. containing water absorbing 
composition (i) and dispersible organic polymer (iii), combining the settable mixture with 
water and putting the mixture on the surface to form a coating. 

8. (Previously Presented) The coating made according to the method which is defined in 
claim 6. 

9. (Previously Presented) A method of applying a coating to a surface which method 
comprises forming a settable mixture according to claim 1, containing a water absorbing 

composition (i) and an aqueous emulsion of organic polymer (ii) and putting the settable 
mixture on the surface to form a coating, wherein the coaling comprises a rock support 
means. 

10. (Previously Presented) A method of applying a coating to a surface which method 
comprises fomiing a settable mixture according to claim 1, containing a water absorbing 
composition (i) and an aqueous emulsion of organic polymer (ii) and putting the settable 
mixture on the surface to form a coating, wherein the coating comprises a waterproofing 
means. 

1 1 . (Previously Presented) The settable mixture according to claim 1 wherein the amount of 
the aqueous emulsion of organic polymer (ii) in relation to (i) is such as to provide a ratio 
of combined weight of polymer solids to combined weight of ingredients which are 
capable to react with water of from 1 : 1 to 4: 1 . 
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12. (Previously Presented) The settable mixture according to claim 1 wherein the amount of 
dispersible organic polymer (iii) in relation to (i) is such as to give a ratio of combined 
weight of polymers to combined weight of ingredients which are capable to react with 
water of from 1 : 1 to 4: 1 . 

13. (Previously Presented) The settable mixture according to claim 1 wherein the water 
absorbing composition (i) contains al least 62 weight % lime. 

14. (Previously Presented) The settable mixture according to claim 2 wherein the water 
absorbing composition (i) contains al least 62 weight % lime. 

15. (Previously Presented) The settable mixture according to claim 2 wherein the 
cementilious composition contains calcium aluminate and calcium sulfate. 

16. (Previously Presented) The settable mixture according to claim 2 wherein in respect to 
the formation of ettringite the water absorbing composition (i) contains a stoichiometric 
surplus of lime. 

1 7. (Previously Presented) The method of applying a coating to a surface according to claim 

6 wherein the coating is at least 2 mm in thickness. 

1 8. (Previously Presented) The method of applying a coaling to a surface according to claim 

7 wherein the coating is at least 2 mm in thickness. 

19. (Previously Presented) The coating made according to the method which is defined in 
claim 7. 

20. ■ (Previously Presented) A method of applying a coating to a surface which method 

comprises forming a settable mixture according to clakn 1, containing water absorbing 
composition (i) and dispersible organic polymer (iii), combining the settable mixture with 
water and putting the mixture on the surface to form a coating, wherein the coating 
comprises a rock support means or a waterproofing means. 
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9, Evidence Appendix 

Appendix A: Taylor, H.F.W., Cement Chemistry. 2"^ Edition, Thomas Telford 
Publishing, 1997, pages 1-5. 
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10. Related Proceedings Appendix 



None. 
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